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been" combined to make the invention and addressed a combination 
that was not the claimed invention.268 Any detail on the issue of 
suggestion was non-existent. Accordingly, because of the evidentiary 
aspect of the suggestion test, this testimony was not considered, and 
the grounds for proving a suggestion were limited to the prior art. 269 

The testimony fell below the evidentiary-like function depicted in 
Figure 1 and was therefore not considered. 

VI. NORMATIVE EVALUATION OF THE SUGGESTION TEST'S "RULE 
OF EVIDENCE" 

The descriptive study performed above provides an 
understanding of exactly how the Federal Circuit is using the 
suggestion test. The test has not been limited to documented 
suggestions. Undocumented suggestions can still be used to prove a 
patented invention obvious. Things are not as prior-art-focused as 
recent critics would have one believe. 

However, the analysis cannot end with describing exactly how 
the court uses the suggestion test. An argument can still be made 
that the suggestion test's rule of evidence produces harms similar to 
those produced by the narrow suggestion test. The rule necessarily 
limits the breadth of evidence that can prove an undocumented 
suggestion. With a smaller evidentiary basis to establish a suggestion 
to combine-thereby establishing obviousness-the result of the 
evidentiary-like aspect of the suggestion test may be a lowering of 
the nonobviousness requirement. Thus, while the suggestion test has 
not narrowed, as most critics believe, the test may still be hampering 
the proper operation of the nonobviousness requirement. 

This Part explores the impact the suggestion test's rule of 
evidence has on the nonobviousness requirement. It begins with 
looking at the rule under evidence theory. Specifically, the 
suggestion test's rule of evidence is examined to see if it helps 
maximize the likelihood that a correct determination of suggestion, 
and thus obviousness or nonobviousness is made by courts and the 
USPTO. While the rule is not a traditional rule of evidence,270 

looking at it under evidence theory helps to further tease out and 

268. Teleflex, 119 F. App'x at 289 (detailing the declaration offered by the accused 
infringer, KSR). 

269. Id. at 287-90. 
270. See supra note 197. 
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test its evidentiary-like qualities. Second, the rule's effect on the 
nonobviousness doctrine is discussed. This whole normative analysis 
revolves around whether the rule helps prevent both erroneous 
determinations of obviousness (Type I error) and nonobviousness 
(Type II error).271 From this analysis, the propriety of the rule of 
evidence is discerned. 

A. Rule Reduces Overvaluation of Suggestion Evidence 

One of the main purposes of evidence law is to ensure that "the 
truth may be ascertained" in a given judicial proceeding.272 The 
"overarching function of evidence law is to maximize the . . . 
probability that factfinders in our adjudicatory system will accurately 
determine objective historical truth. "273 Thus, evidence law is meant 
to maximize truth by "increas[ing] the frequency with which truth is 
ascertained."274 Staying true to this part of evidence theory, the 
suggestion test's rule of evidence is analyzed to see if it prevents 
overvaluation of suggestion evidence. 

271. A "Type I error" is a false-positive, which in this context is a false finding of 
obviousness, while a "Type II error" is a false-negative, which in this context is a false finding 
of nonobviousness. See, e.g., Ian Ayers & Katherine K. Baker, A Separate Crime of Reckless Sex, 
72 U. CHI. L. REv. 599, 639-40 (2005) (discussing Type I and Type II errors in the context 
of criminal law); Alex Stein, Essay, Of Two Wrongs that Make a Right: Two Paradoxes of the 
Evidence Law and Their Combined Economic Justification, 79 TEX. L. REv. 1199, 1207 (2001) 
(discussing Type I and Type II errors in the context of evidence law). 

272. FED. R. EVID. 102. 
273. Michael L. Seigel, A Pragmatic Critique of Modern Evidence Scholarship, 88 Nw. U. 

L. REv. 995, 996 (1994). Seigel uses the term "optimistic rationalism" to identifY this "near­
universal[ly] accept[ ed]" purpose of evidence law. See id. He cnt1ques this optimistic 
rationalism, considering it too static and failing to consider any "postmodern jurisprudential 
perspectives." Id. 

For the purposes of this Article, the suggestion test's rule of evidence will be 
evaluated under the traditional, truth maximization norm of evidence law. Evaluations under 
different evidence theories are left for another day and perhaps another author. 

274. Ronald J. Allen & Brian Leiter, Naturalized Epistemology and the Law of Evidence, 
87 VA. L. REv. 1491, 1501 (2001) ("[A] majority of the rules of evidence have as their 
primary rationale their (alleged) truth-conducive virtues."). 

Evidence law has other justifications, such as "reducing accidents and avoiding 
litigation." Id. at 1498-99 (citing FED. R. EVID. 407-411). In fact, most of the Federal Rules 
of Evidence can be evaluated under a law and economics approach. See, e.g., Richard A. 
Posner, An Economic Approach to the Law of Evidence, 51 STAN. L. REv. 1477 (1999). This 
Article will focus on evaluating the rule of evidence aspect of the suggestion test under the 
primary rationale Allen and Leiter identifY. 
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1. Dangers of overvaluation 

Overvaluation occurs when a trier of fact concludes that a piece 
of information places him or her closer to the truth than, in reality, 
the evidence actually does.275 That is, jurors, or a judge, assign more 
value to the evidence than it really provides. For example, 
overvaluation occurs if jurors assign a piece of evidence a value of 
five, when its correct value is three.276 For there to be a real threat of 
overvaluation, "it must be the case that what most people believe to 
be true"-that the evidence is valued at five in the given example­
"is in reality false."277 

Overvaluation can reduce the accuracy of a factfinder's 
conclusions.278 By concluding that a piece of evidence gets him or 
her closer to a particular truth than it does in actuality, the factfinder 
may ultimately be led astray. When the factfinder assumes a false 
notion, he may draw inferences that lead to more false beliefs. Thus, 
areas of evidence law attempt to minimize overvaluation by heavily 
monitoring the admission of types of evidence prone to 
overvaluation. 

The rules governing character evidence illustrate such an area of 
evidence law. Character evidence can have some probative value as to 
the correct result of a factual question.279 Character traits have some 
influence on behavior and, as a result, have some predictive value as 
to whether an individual did or did not act in line with her past 

275. See Kenneth J. Melilli, The Character Evidence Rule Revisited, 1998 BYU L. REV. 
1547, 1598-1601 (discussing overvaluation in the setting of character evidence); see also 
Richard D. Friedman, «E" Is for Eclectic: Multiple Perspectives on Evidence, 87 VA. L. REv. 
2029, 2030 (2001). Notably, Friedman believes that this justification for evidence law has 
been overvalued itself. Id. ("[Overvaluation] has been given far too much credence in 
evidentiary discourse."). "Exclusion is not justified on the basis of overvaluation unless the jury 
so massively overvalues the evidence that considering the evidence leads it further away from, 
rather than closer to, the truth." I d. 

276. See Melilli, supra note 275, at 1598 (setting forth an example to explain 
overvaluation of character evidence). 

277. Id. 
278. See id. 

279. Id. at 1597-99; see also David P. Leonard, In Defense of the Character Evidence 
Prohibition: Foundations of the Rule Against Trial by Character, 73 IND. L.J. 1161, 1181-84 
(1998). Notably, Melilli and others conclude that overvaluation is not as significant a problem 
for character evidence as others may think. See Melilli, supra note 275, at 1599. 
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actions.280 However, a trier of fact may have the propensity to ignore 
the real possibility that someone acted out of character. In such an 
instance, character evidence is overvalued. The factfinder may weigh 
the character evidence so heavily as to ignore other objective 
evidence to the contrary.281 In order to avoid this overvaluation, 
evidence law limits the admissibility of character evidence.282 

Scientific evidence may also be overvalued. Evidence on issues of 
science, particularly expert evidence, usually "presents information or 
a perspective that is unfamiliar to most jurors and judges. "283 Because 
ofthis lack of familiarity, such evidence is extremely important to the 
factfinder and also has the "power to persuade. "284 A factfinder is 
likely to give scientific evidence the full value for which it is offered 
because he or she is uncomfortable discounting it.285 Thus, scientific 
evidence that has little absolute value has the propensity to be 
overvalued by the factfinder, leading to unfair results. 286 

Overvaluation occurs not because the factfinder increases the 
evidence's value, as with character evidence, but because the 
factfinder is unlikely to properly decrease the evidence's value. In an 
attempt to prevent overvaluation, evidence law asks the court to act 
as the gatekeeper for this type of evidence.287 Courts are asked to 
ensure that only reliable expert evidence is admitted. Federal Rule of 
Evidence 702 requires that expert testimony be "based upon 
sufficient facts or data" and that it be "the product of reliable 
principles and methods."288 This focus on reliability attempts to 
ensure that the conclusions offered by the expert are more likely to 

280. See Leonard, supra note 279, at 1182 ("[I]t has long been believed that evidence of 
character satisfies the lenient test of logical relevance when offered as proof of conduct."). 
Leonard notes that this conclusion has been challenged. Id. at 1182 n.89. 

281. See id. at 1184. This overvaluing is the product of "inferential error prejudice." Id. 
There is empirical work that suggests the opposite, that factfinders do not tend to overvalue. 
See Melilli, supra note 275, at 1599. 

282. See, e.g., FED. R. Evm. 404 (limiting, generally, the admission of character evidence 
to prove conduct). 

283. Friedman, supra note 275, at 2048. 
284. Id. 

285. See D.H. Kaye, The Dynamics of Daubert: Methodology, Conclusions, and Fit in 
Statistical and Econometric Studies, 87 VA. L. REv. 1933, 1939 (2001) ("Courts fear that 
[scientific evidence] comes cloaked in an aura of infallibility and that this leads jurors to give it 
more credence than it deserves."). 

286. Friedman, supra note 275, at 2048. 
287. See FED. R. Evm. 702; Daubert v. Merrell Dow Pharm., 509 U.S. 579, 597 (1993). 
288. FED. R. Evm. 702. 
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be true than not.289 Thus, the rule of evidence helps to ensure that 
when the factfinder accepts the expert's conclusions, what he or she 
is accepting is more likely to be the full truth on a given issue. 

2. Rule mitigates the hindsight bias 

Evidence of a suggestion presents similar problems of 
overvaluation in the form of hindsight bias. As already explained, the 
mere existence of the invention makes it easier for the factfinder to 
conceptualize the invention's creation and thus introduces hindsight 
bias into the nonobviousness inquiry.290 This bias prompts 
overvaluation of certain evidence by the factfinder. The factfinder 
may assign more value to facts such as the current existence of the 
patentee's invention and the existence of the elements of the 
invention in different pieces of prior art than this evidence necessarily 
provides.291 This hindsight bias, by prompting this overvaluation, 
brings the factfinder closer to a finding of obviousness than the 
evidence truly establishes. 

The substantive part of the suggestion test is meant to de-bias 
the factfinder. 292 By requiring the factfinder to conclude that there 
was a suggestion to combine, the factfinder is required to 
substantiate his or her hindsight bias in evidence. A reason to 
combine the prior art must come from a specific informational 
source in existence at the time of the invention: the prior art, general 
knowledge in the art, or the nature of the problem.293 The present 
existence of the invention or elements of the invention in the past is 
not enough to warrant a finding of obviousness.294 Another fact must 

289. Friedman, supra note 275, at 2049. 
290. See In re Kotzab, 217 F.3d 1365, 1369 (Fed. Cir. 2000) ("[T]he very ease with 

which the invention can be understood may prompt one 'to fall victim to the insidious effect of 
a hindsight syndrome wherein that which only the invention taught is used against its 
teacher.'" (quoting W.L. Gore & Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540, 1553 (Fed. 
Cir. 1983))); Mandel, supra note 62, at 6-7; supra Part Il.B. 

291. See Ecolochem, Inc. v. S. Cal. Edison Co., 227 F.3d 1361, 1371-72 (Fed. Cir. 
2000). The mere fact that each element of the patented invention can be found in the prior art 
does not render the claims obvious. See Princeton Biochemicals, Inc. v. Bekman Coulter, Inc., 
411 F.3d 1332, 1337 (Fed. Cir. 2005). 

292. See Nat'! Steel Car, Ltd. v. Canadian Pac. Ry., 357 F.3d 1319, 1337 (Fed. Cir. 
2004). 

293. See supra Part II. B. 
294. See In re Dembiczak, 175 F.3d 994, 999 (Fed. Cir. 1999), abrogated by In re 

Gartside, 203 F.3d 1305 (Fed. Cir. 2000). 
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be proven: a suggestion or motivation to combine the prior art that 
existed at the time of the invention's creation?95 The bias alone 
cannot result in a finding of obviousness. 

Overvaluation through hindsight bias is similar to the 
overvaluation associated with character evidence. Character evidence 
can be seen as creating a "forward bias." Character evidence provides 
a factfinder information regarding how that individual has acted in 
the past. Factfinders are likely to overvalue this evidence from the 
past because there is a tendency to believe that the past is a perfect 
indicator of future action. 296 Evidence of what has occurred ex ante 
overinfluences a factfinder's evaluation of a specific, ex post, action. 
Character ev:dence, therefore, creates a forward-looking bias. 
Hindsight bias creates overvaluation in a similar way, only it works in 
the opposite direction. The invention's existence causes a decision­
maker to believe what is presently true is a perfect indicator for what 
would have happened in the past. 

Of specific importance for the suggestion test's rule of evidence 
is the fact that hindsight bias also affects the factfinder's valuation of 
the suggestion evidence itself. The hindsight bias lens is not 
magically removed when the factfinder is evaluating evidence of a 
suggestion to combine.297 The continued existence of hindsight bias 
causes the factfinder to have a predilection toward seeing a 
suggestion in places where it does not exist or where support for its 
existence is extremely weak. Hindsight bias can lead to the 
overvaluation of the very tool meant to mitigate the bias. Thus, 
another legal tool is needed to insulate the suggestion test from 
being infected with bias as well. 

The evidentiary-like aspect of the suggestion test adds the 
needed extra layer of protection against hindsight bias and, thus, 
overvaluation. The suggestion test's rule of evidence requires either 
that evidence of suggestion be grounded in the prior art or that 
testimony given regarding an undocumented suggestion is of a 
requisite level of detail and analysis.298 This requisite level is defined 
by the level of complexity of the technology at issue.299 By 

295. See Nat'l Steel Car, 357 F.3d at 1337. 
296. See Leonard, supra note 279, at 1181-83. 
297. See, e.g., Mandel, supra note 62, at 16-17 (performing a study that concluded that 

even instructions directed at de-biasing a decision-maker have little effect). 
298. See supra Part V.A. 
299. See supra Part V.B. 
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introducing additional requirements for the admissibility of 
undocumented suggestion evidence, the rule helps mitigate the 
effects of hindsight bias on the main substantive suggestion inquiry. 

The rule prevents hindsight bias because it is formulated to 
admit suggestion evidence whose traits make it less susceptible to 
being overvalued. First, the rule allows all prior art to be considered 
as possibly establishing a suggestion. 300 Prior art is documentary 
evidence that was available to one skilled in the an at the time of the 
invention. 301 This information, by definition, is formulated and fixed 
ex ante. 302 It therefore cannot be influenced by the patented 
invention's existence. The drafter of the art did not know of the 
patented invention and could not be affected by the hindsight bias. 
In addition, the information contained therein was not created in 
response to the particular litigation or proceeding at issue. Prior art is 
not written with knowledge of the nonobviousness analysis taking 
place. This makes the information contained within the prior art a 
further step removed from any possible effects of hindsight bias. 
Finally, the possible suggestion in the prior art speaks for itself. Prior 
art is not inherently accompanied by a narration of a fact witness or 
expert. 303 Instead, the words or drawings in the reference are relied 
upon by themselves to establish a suggestion to combine the prior 
art references. This further insulates the art's teachings from the 
hindsight bias. 

Adding to this potential for overvaluation is the fact that the 
undocumented suggestions are perfect homes for a decision-maker's 
hindsight bias. The prior art says what it says. Hindsight bias can 
color one's view of the meaning of a specific text or diagram 
contained within the prior art. But the bias has a limited amount of 

300. See, e8., Teleflex, Inc. v. KSR lnt'l Co., 119 F. App'x 282,288-89 (Fed. Cir. 2005) 
(evaluating the prior art to see if it established a suggestion), cert. granted, 126 S. Ct. 2965 
(2006). 

301. See 35 U.S.C. § 102 (2000) (detailing what qualifies as prior art in patent law). 
302. See id. 

303. Testimony can accompany the prior art. This testimony would be influenced by 
hindsight bias and would not be directly addressed by the rule of evidence articulated. See 
supra Part V.A (indicating that the suggestion test's rule of evidence is focused solely on 
undocumented suggestion evidence). However, information in the prior art is not affected by 
hindsight and can check the testimony. The prior art limits the amount of overvaluation that 
can occur. 
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information with which to play. 304 Such natural limitations are not 
present when it comes to undocumented general knowledge in the 
art or the nature of the problem being solved. How this general 
knowledge and the problem the invention addresses would have 
affected a person of ordinary skill in the art at the time of the 
invention is much more amorphous. This lack of tangibleness gives 
much more wiggle room to the factfinder. These factors make an 
undocumented basis for suggestion the path of least resistance to 
ground the hindsight bias in evidence of suggestion. 

The suggestion test's rule of evidence minimizes the hindsight 
bias effects on undocumented evidence by requiring such evidence 
include a requisite level of detail and analysis. Requiring such 
testimony to be thorough and complete mitigates overvaluation by 
both the testifier and the factfinder. First, a requirement of rigor 
forces the testifier to articulate why she concludes general knowledge 
or the nature of the problem provides a suggestion to combine. 305 

Conclusory statements or mere argumentation are not enough. 306 

The rule forces the testimony to go further, beyond statements that 
could be supported by bias alone, and provide detailed reasoning as 
to the foundation for and conclusion of suggestion. 307 Thus, the 
USPTO's mere conclusion in Beasley that one of ordinary skill would 
have known the advantages of conventional memory over bit map 
memory, and thus substituted one for the other, could easily be 
prompted by hindsight bias alone.308 Bias does not, however, create 
reasoning and analysis for this conclusion. For example, the detail 
and analysis in Dr. Jorgenson's testimony in Princeton explaining 
exactly how one of ordinary skill would possess knowledge to coil 
and secure a capillary tube is more likely the product of Dr. 

304. The universe of prior art is expressly limited by statute. See 35 U.S.C. § 102. Section 
102 establishes a set of detailed rules defining what can, and cannot, be considered prior art. 
See id. 

305. See, eg., In re Beasley, 117 F. App'x 739, 742-44 (Fed. Cir. 2004) (requiring the 
USPTO to specifically articulate how knowledge in the art creates a suggestion to combine); 
see also supra Part V.B. 

306. See, eg., In re Lee, 277 F.3d 1338, 1344 (Fed. Cir. 2002) (finding the 
Administrative Procedure Act requires more than conclusory statements or common sense 
findings). 

307. Hindsight can influence this reasoning; but, presumably, the more detail that is 
required, the less likely mere bias can support the creation of particular details and analysis. In a 
sense, by requiring detail and analysis, the testifier must confront her own bias and either 
ground it in detailed analysis or have her testimony ignored. 

308. Beasley, 117 F. App'x at 741-44. 
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Jorgenson's grounded, rational belief in the suggestion than it is of 
bias.309 Requiring thorough analysis de-biases testimony on 
suggestion. 

Overvaluation by the factfinder is also mitigated. Undocumented 
grounds of suggestion lend themselves to hindsight bias. The 
conclusion that an invention was easy to create is simpler to realize 
through the vehicles of general knowledge in the art or the nature of 
the problem being solved as opposed to the prior art itself. 310 And 
when such undocumented suggestions can be established through 
conclusory testimony or even argumentation, it becomes even easier 
for a factfinder to find support for their hindsight bias. Simple 
statements such as "anyone knowledgeable of the prior art would 
have known how to create the invention" are easy to accept when 
one is already preconditioned to the ultimate conclusion. But as the 
testimony becomes more complex, the factfinder is faced with actual 
detail and analysis that must be evaluated. The testimony presents 
more than the conclusion the hindsight bias favors. This increase in 
complexity forces the factfinder, as it does the testifier, to truly 
consider the question of suggestion instead of simply relying on 
hindsight bias. In turn, the testimony the rule of evidence admits is 
testimony that a factfinder is less likely to overvalue. 

The rule of evidence does allow the required detail of the 
evidence to decrease as the level of complexity of the patent 
technology decreases. 311 Accordingly, the protection against 
hindsight bias and overvaluation decreases as the technology at issue 
becomes simpler. It might seem intuitive that such a decrease would 
be detrimental because the effects of hindsight bias are greater in 
simple technology cases. 312 Because the technology is so simple, it 
becomes even easier for the factfinder to conceptualize the 
invention's creation.313 However, while there is some logic behind 

309. See Princeton Biochemicals, Inc. v. Beckman Coulter, Inc., 411 F.3d 1332, 1338-
39 (Fed. Cir. 2005 ). 

310. It is easier to conclude that something is obvious because those in the field would 
have generally known how to create such an invention or that the problem itself prompted the 
invention. These undocumented suggestion categories are unstructured by design, and the lack 
of firm boundaries lends them to easy use in rhetorical statements and conclusions of an 
invention's obviousness. 

311. See supra Part V.B. 

312. See McGinley v. Franklin Sports, Inc., 262 F.3d 1339, 1351 (Fed. Cir. 2001) 
(finding simple art creates the temptation of hindsight bias). 

313. See id. 
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this line of thinking, the opposite is actually true: "[H]indsight bias 
tends to be stronger where an outcome is unexpected. " 314 In 
addition, the effects of bias generally increase the more unfamiliar 
the decision-maker is with the subject matter at issue. So, the more 
sophisticated the technological advance, the higher likelihood 
evaluation of this advance will be influenced by hindsight bias. 315 As 
technological complexity increases, the decision-maker is coming 
upon increasingly unfamiliar territory and, as a result, is less likely to 
try to reason out a specific answer. Accordingly, the decision-maker 
is more likely to cave in to the influence of hindsight bias.316 The rule 
of evidence aspect of the suggestion test is thus tailored to increase 
its defense against hindsight bias and overvaluation by requiring 
more rigor in admissible testimony.317 

3. Rule increases reliability 

The rule of evidence part of the suggestion test also increases the 
reliability of the evidence admitted. Some of the analysis contrasting 
documented versus undocumented suggestion evidence with regards 
to hindsight bias applies equally to issues of reliability. Prior art 
evidence of a suggestion to combine is inherendy reliable because of 
its defining characteristics. As previously mentioned, prior art is 
drafted well before the proceedjngs in which it is used. 318 It is most 
likely created by one of skill in the art and its intended audience is 
others in the same technological area, not a judge or jury.319 

Therefore, suggestions from prior art are reliable because the 
information provided is independent and insulated from the 

314. See Mandel, supra note 62, at 10-ll (citing David A. Schkade & Lynda M. 
Kilbourne, Expectation-Outcome Consistency and Hindsight Bias, 49 ORGANIZATIONAL 
BEHAV. & HUM. DECISION PROCESSES 105, 106-07 (1991)). 

315. See id. at 11. 
316. See id. 

317. SeesupraPartV.B.,Figure l. 
318. See 35 U.S.C. § 102(a) (2000) (requiring prior art to be in existence before the date 

of invention). But see id. § 102(b) (identifYing a class of prior art that can exist after the initial 
invention if the art also existed more than one year prior to the filing date of a patent on that 
invention). 

319. Prior art can be created by those of a higher or lower skill than the ordinary skill in 
the art. In addition, the art may be intended for a different audience. See, e.g., Phillips v. AWH 
Corp., 415 F.3d 1303, 1322-23 (Fed. Cir. 2005) (en bane) (noting that a patentee may act as 
her own lexicographer and give a term a different definition than its ordinary meaning). 
However, these types of variations are unlikely. 
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motivations of the judicial environment.320 In addition, the extent of 
information prior art can provide is limited to the text and diagrams 
contained within the prior art. This documentation is self­
authenticating. Just as the concreteness of prior art helps to reduce 
the hindsight bias, it also increases the reliability of any suggestion 
contained therein. Similar built-in reliability measures are not present 
in testimony speaking to an undocumented suggestion. For example, 
the testimony is made specifically for the nonobviousness inquiry. Its 
conclusion, therefore, may be driven by the desire for a particular 
outcome.321 

The rule of evidence aspect to the suggestion test attempts to 
graft some reliability safeguards into evidence of an undocumented 
suggestion. The rule requires testimony to contain detail and 
analysis. The testimony must detail the general knowledge in the art 
or the nature of the problem being solved and then explain why such 
information creates a suggestion to combine or modify the prior art 
to practice the invention.322 Mere argumentation or conclusory 
statements of undocumented suggestion cannot form the basis of a 
finding of suggestion.323 The USPTO cannot simply assert that, for 
example, those of skill in the art know that conventional memory is 
better than bit map memory and are likely to substitute one for the 
other.324 This statement, standing by itself, is tough to evaluate for 
its truthfulness. More information as to why this fact is known to 
those of skill in the art is needed. In addition, some reasoning as to 
why that person would swap these types of memory would lend 
more credence to the statements ultimate conclusion of suggestion. 
The requirement for a detailed analysis is a proxy to ensure the 
testimony's contents are reliable. 325 When the testifier explains in 

320. See Tex. Digital Sys., Inc. v. Telegenix, Inc., 308 F.3d 1193, 1202-03 (Fed. Cir. 
2002) (touting the use of dictionaries in interpreting patent claims because they are 
"unbiased" and "not influenced by expert testimony or events subsequent to ... the grant of 
the patent, not colored by motives of the parties, and not inspired by litigation"). The 
understanding of prior art can be influenced by that information which is inherent to one of 
ordinary skill in the art. See In re Cruciferous Sprout Litig., 301 F.3d 1343, 1349 (Fed. Cir. 
2002) (explaining the concept ofinherency). However, the information is still grounded in the 
fixed, documentary evidence that makes up prior art. 

321. Cf Tex. Digital Sys., 308 F.3d at 1202-03. 
322. See supra Part V.A. 
323. See, e.g., In re Beasley, 117 F. App'x 739, 742-44 (Fed. Cir. 2004). 
324. See id. 

325. See, e.g., Syntex (U.S.A.) LLC v. Apotex, 407 F.3d 1371, 1380-81 (Fed. Cir. 2005) 
(detailing the expert's testimony). 
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detail why a conclusion of suggestion was reached, that conclusion 
has a higher likelihood of being true. The required additional 
reasoning will either further flesh out a testifier's conclusion 
regarding an undocumented suggestion or exclude, or deter, a 
testifier from reaching an incorrect conclusion on suggestion. 

The suggestion test's rule of evidence operates in a similar 
fashion to Daubert requirements for the admission of expert 
testimony. Ensuring reliability is the goal of the admissibility 
requirements governing expert testimony. 326 To meet this goal, 
courts are required to resolve, as a threshold matter, whether the 
methodology an expert uses to reach a particular conclusion is sound 
enough to deem the conclusion reliable. 327 Testimony from experts 
whose methodologies are considered flawed are unreliable and, thus, 
inadmissible. This lack of reliability suggests that the conclusions are 
more likely false than true. 328 Because there is presumed systematic 
overvaluation of expert testimony by factfinders, the judicial system 
cannot risk admitting unreliable expert evidence if the system's goal 
is to maximize the likelihood of finding truth. 329 

Testimony regarding a suggestion to combine from general 
knowledge or the nature of the problem does not necessarily rise to 
the level of expert testimony. Such testimony can come from fact 
witnesses. But the testimony's contents and the question the 
testimony addresses raise similar concerns of overvaluation as expert 
testimony. The testimony addresses a factual issue with which a 
factfinder is most likely unfamiliar-whether, in a given technological 
field, a person having a certain level of training in that technology 
would have been motivated to combine or modify what had already 
been done to create the patent invention. 330 The question of a 

326. See Friedman, supra note 275, at 2049-50; Jennifer L. Mnookin, Scripting 
Expertise: The History of Handwriting Identification Evidence and the Judicial Construction of 
Reliability, 87 VA. L. REv. 1723, 1735 (2001). 

327. The current focus is on ensuring the methodology the expert uses to reach her 
conclusions is sound. See David S. Caudill & Lewis H. LaRue, Why Judges Applying the 
Daubert Trilogy Need To Know About the Social, Institutional, and Rhetorical-and Not Just 
the Methodological-Aspects of Science, 45 B.C. L. REv. l, 13-18 (discussing the Daubert 
trilogy). Caudill and LaRue conclude that more than methodology should be considered when 
testing the reliability, and thus the scientific correctness, of an expert's testimony. Id. at 51-53. 

328. See Friedman, supra note 275, at 2050. 
329. See Kaye, supra note 285, at 1939-40 (explaining that jurors might give too much 

weight to scientific evidence and, thus, hinder justice). 
330. See supra Part II.B. 
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suggestion is also very technical because of the nature of the 
invention at issue.331 The factfinder, therefore, just as with an expert, 
will need to rely heavily on the testimony regarding suggestion. 
Because of unfamiliarity with the issues presented, the factfinder may 
have a propensity for crediting the testimony in its entirety. Under 
these circumstances, as with expert evidence, the reliability of the 
evidence presented becomes extremely important. The suggestion 
test's rule of evidence reacts to this situation and, in turn, attempts 
to ensure reliability by requiring detailed and thorough analysis for 
testimony to be available for consideration. 

The rule further tailors its assurances of reliability by tuning the 
required detail and analysis of testimony on suggestion to the level of 
technology at issue. As the complexity of technology increases, the 
subject matter becomes increasingly unfamiliar to the factfinder. The 
factfinder, accordingly, will increase their reliance on the testimony 
on an undocumented suggestion. For example, a jury is more likely 
to fully rely on testimony regarding a capillary electrophoresis device 
than testimony on a splash pan. 332 With this increase in reliance, the 
fear of overvaluation and need for reliability grows.333 The rule 
adjusts accordingly, requiring more detail for the testimony to be 
admissible. 

B. Ruleys Effect on the Correctness of Nonobviousness Decisions 

The suggestion test's rule of evidence reduces overvaluation of 
suggestion evidence. But, for a complete normative evaluation of the 
rule, the rule's impact on substantive nonobviousness law needs to 
be examined. By reducing overvaluation of suggestion evidence, the 
rule helps the nonobviousness requirement to operate properly. 
However, the rule, by definition, excludes some evidence of 
undocumented suggestion from consideration, potentially 
hampering one's ability to challenge a patent claim's 
nonobviousness. The question becomes whether these substantive 
effects of the suggestion test's rule of evidence, on balance, maintain 
or frustrate the balance between incentives and competition that the 
nonobviousness doctrine is trying to preserve. To put it simply, does 

331. See id. 
332. Compare Princeton Biochemicals, Inc. v. Bekman Coulter, Inc., 411 F.3d 1332, 

1334--35 (Fed. Cir. 2005), with In re Battiston, 139 F. App'x 281, 282-83 (Fed. Cir. 2005 ). 
333. See, eg., Kaye, mpra note 285, at 1939-40. 
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the rule increase the likelihood that courts and the USPTO will 
make correct determinations on nonobviousness? To better answer 
this question, the following section examines the rule's effect on 
both Type I and Type II errors. 

1. Rule reduces Type I errors 

Type I errors occur when a court or the USPTO finds a patent 
claim obvious when, in actuality, it is not. 334 That is, the claimed 
invention is found unpatentable even though it describes an 
invention that is a significant technological advance over the prior art 
and would not have been created absent the incentive of patent 
protection.335 The suggestion test, when operating properly, does 
not find a suggestion when these two conditions are present. 336 The 
problem, detailed above, is that evidence of an undocumented 
suggestion has certain inherent attributes that lead to a finding of 
suggestion when a suggestion is actually absent. 337 These factors 
create Type I errors because they cause suggestions to be found 
where they are not, and these false suggestions lead to false 
conclusions of obviousness. 

The suggestion test's rule of evidence reduces overvaluation of 
suggestion evidence. As a result, the rule reduces the number of false 
findings of suggestion, which in turn results in less false findings of 
obviousness. Without a factual finding of suggestion, a court or the 
USPTO cannot hold a patent claim invalid because of obviousness. 
The rule, therefore, prevents possible Type I errors by increasing the 
likelihood that suggestion findings are accurate. This evidentiary 
aspect of the suggestion test helps to ensure the correctness of 
determinations of obviousness. 

334. See supra note 271. 
335. See supra Part II. 
336. See supra Part II.B. 
337. A factfinder or testifier, because of the hindsight bias, may find a suggestion when it 

is, in truth, not present. A factfinder may also completely credit testimony supporting an 
undocumented suggestion when, in reality, the testimony is unreliable and it is likely that the 
suggestion does not exist. 
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2. Rule fails to address and may create Type II errors 

Type II errors occur when a court or the USPTO finds a patent 
claim nonobvious when, in actuality, it is not. 338 The suggestion 
test's rule of evidence does little to ensure the correctness of 
determinations of nonobviousness. All of the evidentiary aspects of 
the suggestion test discussed guard against the overvaluation of 
evidence of obviousness. The rule ensures that evidence regarding an 
undocumented suggestion is less susceptible to hindsight bias and 
more reliable. But hindsight bias and the lack of reliability have only 
a tendency to produce incorrect findings of obviousness. These 
overvaluing effects do not operate in the other direction. They do 
not have a propensity to improperly push the factfinder to a finding 
of nonobviousness. The overvaluation the suggestion test's rule of 
evidence addresses is a one-way ratchet-making a finding of 
obviousness more likely in those cases where the invention is truly 
nonobvious. The elimination of overvaluation of suggestion evidence 
does not address possible Type II errors. 

In fact, the suggestion test's rule of evidence may even introduce 
Type II errors of its own. In practice, the rule may have the same, or 
similar, effect as the narrow suggestion test because the rule 
necessarily limits the scope of available evidence to prove an 
undocumented suggestion. The rule also introduces costs, by 
requiring more detail and analysis, that can further limit the ability 
for litigants, the USPTO, and other patent observers to avail 
themselves of undocumented suggestions to evaluate and invalidate 
patent claims. 

The rule of evidence increases the cost of challenging a patent in 
litigation on obviousness grounds. The rule requires testimony that 
includes detailed analysis. To get such testimony will require, in most 
cases, the hiring of an expert. This expert will need to be paid for a 
lengthy report and testimony in order to meet the requirements of 
the suggestion test's evidentiary rule. Litigants will either need to 
devote significant resources to proving obviousness or will be 
discouraged from bringing a challenge altogether because of the 
costs imposed by the rule. These costs become even more significant 
when patent observers-potential licenses or those in a pre-litigation 
posture-want to evaluate a patent's nonobviousness. Accessing, 

338. See supra note 271. 
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creating, and evaluating detailed analysis of an undocumented 
suggestion in such situations produce litigation type costs in settings 
where such costs are usually not expected, and, as a result, are even 
more burdensome. 

Barrier creating costs would also be experienced at the USPTO. 
A patent examiner does not have the ability to produce detailed 
testimony to support a finding of undocumented suggestion. 339 The 
USPTO does not have the resources or procedural tools through 
which it can solicit testimony to establish what was generally known 
to a particular art field. The rule would thus result in a de facto 
narrow suggestion test at the USPTO. 

This lack of availability of undocumented suggestions would lead 
to incorrect findings of nonobviousness. In technological areas 
where suggestions are unlikely to be fixed and available on paper, 
such as the software and business method areas, access to 
undocumented suggestions is necessary to properly determine 
whether inventions in the technologies are truly nonobvious. 340 

Undocumented suggestions also allow the nonobviousness 
requirement to operate properly where well-known principles and 
concepts are not memorialized. 341 Without the undocumented 
suggestion categories, inventions that were obvious at the time of 
their creation will still be held nonobvious due to the lack of 
documented evidence of suggestion.342 A Type II error is therefore 
introduced-a finding of nonobviousness when the invention is 
actually obvious. The rule of evidence, by de facto limiting access to 
undocumented suggestions, may produce Type II errors. 

The barriers created by the suggestion test's rule of evidence are 
a little overstated, particularly in the litigation setting. First, the rule 
does not go as far as the narrow suggestion test because the rule 
does not completely change the substantive part of the suggestion 
test. A suggestion to combine can still be based on an 
undocumented suggestion-general knowledge in the art or the 
nature of the problem being solved. 343 Prior art is not the only 
source for suggestion. Evidence to establish an undocumented 

339. See Rai, supra note 94, at 912-17. 
340. See NAT'L RESEARCH COUNCIL, supra note 86, at 88-90. 
341. See id.; FED. TRADE COMM'N, supra note 9, ch. 4, at 40. 
342. Id.; Eisenberg, mpra note 14, at 888. 
343. See, eg., Syntex (U.S.A.) LLC v. Apotex, 407 F.3d 1371, 1380-81 (Fed. Cir. 

2005 ); see also supra Part III. 
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suggestion does need to meet the detail and analysis required under 
the rule. But, unlike the narrow suggestion test, establishing an 
undocumented suggestion is still possible. The general parameters of 
the broad suggestion test are not disturbed. 

Additionally, in the litigation setting, the added requirement of 
detail and analysis from a testifier on an undocumented suggestion 
adds minimal costs. Patent litigations cost, on average, about 
$800,000 for each party through the end of discovery and about 
$1,500,000 for each party through trial and appeal. 344 Also, the 
usage of experts in patent litigation by both parties on issues of 
infringement and validity is ubiquitous. 345 In light of the overall high 
cost of litigation and required hiring and use of experts, the addition 
of some detail and analysis from one of those experts is minimal at 
best. Those situations where a litigant is deterred from pursuing an 
obviousness theory based on an undocumented suggestion because 
of the rule would most likely not be Type II error situations. Instead, 
that litigant is already deterred by the costs of patent litigation in 
general or, in reality, no undocumented suggestion exists. 
Otherwise, a litigant should easily be able to use an expert who can 
add detail and analysis to their testimony to meet the rule's 
requirements. 

Outside the litigation setting, the full and complete discussion of 
any issue of infringement or validity is also expensive. A reliable legal 
opinion on a patent's validity or infringement may cost tens of 
thousands of dollars and can, in certain circumstances, cost well over 
$100,000.346 Again, the additional costs associated with the rule are 
likely minimal in comparison. In addition, the rule has the benefit of 
forcing a patent observer to come to terms with the substance of the 
possible undocumented suggestion. Requiring some detail and 
analysis allows the observer to better test the strength of a patent's 
no no bviousness. 

344. See Gideon Parchomovsky & R. Polk Wagner, Patent Portfolios, 154 U. PA. L. REv. 
1, 16 (2005) (citing AIPLA Report of Economic Survey (of U.S. IP Practitioners) (1999)). 

345. See Edward· G. Poplawski, Selection and Use of Experts in Patent Cases, 27 AIPLA 
Q.J. 1, 3 (1999) (stating that patent litigation "dictate[s) that expert testimony is virtually 
essential in assisting the trier of f.J.ct to understand the evidence and to resolve factual issues in 
litigation"). 

346. See, e.g., Edwin H. Taylor & Gleen E. Von Tersch, A Proposal To Shore Up the 
Foundations of Patent Law that the Underwater Line Eroded, 20 HAsTINGS COMM. & ENT. 
L.J. 721,740 (1998). 
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In the patent office setting, the USPTO does have avenues for 
producing admissible "evidence." Patent examiners can, by rule, 
provide an affidavit describing "the facts within the personal 
knowledge of an employee of the [USPT0]."347 Patent examiners 
can also request evidence to substantiate an undocumented 
suggestion from the applicant. 348 And the case law does not require 
detailed analysis to come in the form of testimony via an affidavit or 
declaration. Cases such as Lee and Beasley simply call for the USPTO 
to "articulate[] and place[] on the record" any knowledge they may 
rely upon to "negate patentability."349 "Testimony" can consist of a 
statement made by the examiner or Board. For the testimony to be 
admissible, it must be detailed and set forth the pertinent analysis. 
Even in those instances where the rule of evidence may call for more 
detail and analysis, the USPTO has the tools to create "admissible" 
evidence without too much administrative burden. 

Furthermore, the suggestion test's rule of evidence is tailored to 
minimize costs in those instances where the fear of overvaluation is 
small. As the invention's technological complexity decreases, so does 
the stringency of the rule's requirements. 350 Thus, the simpler the 
technology at issue, the lower the costs on those trying to prove the 
invention is obvious. This lessening of the standard for admissibility 
coincides with those circumstances where hindsight bias is not as 
strong and the factfinder can better test the reliability of the 
testimony on their own.351 These are also the instances where critics 
see the highest likelihood for Type II errors. Simple technological 
areas, such as business method invention, and information so well 
known in an industry it is not documented are the areas where 
commentators believe the reliance on undocumented suggestions is 
most needed.352 In these situations, the rule of evidence's 
requirement for detail will be at its lowest, and thus the costs the rule 
creates will also be low. The rule's balancing between the detail and 

347. See 37 C.F.R. § l.l04(d)(2) (2004) ("[The] data shall be as specific as possible."). 
348. See id. § l.l05(a)(1) (indicating that the examiner may request "information as may 

be reasonably necessary to properly examine"). 
349. In re Lee, 277 F.3d 1338, 1345 (Fed. Cir. 2002); see also In re Beasley, 117 F. 

App'x 739, 743-44 (Fed. Cir. 2004). 
350. See supra Part V.B. 
351. See mpra Part VIA. 
352. See FED. TRADE COMM'N, supra note 9, ch. 4, at 40 (discussing the need for 

undocumented suggestions to properly determine a business method's nonobviousness). 
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analysis required compared to the difficulty of technology at issue 
addresses the concerns of the ability to prove an obvious invention 
obvious. 

This sliding scale aspect of the rule will also make it easier for the 
USPTO to establish obviousness in those simple technological cases. 
Both Battiston and Nylen are perfect examples of this facet of the 
rule in action. In both cases, the USPTO offered only rather terse 
analysis as to why general knowledge in the art or the nature of the 
problem being solved provided a suggestion to combine the prior art 
to make the applied-for invention.353 This was enough because the 
technology at issue was simple. 

With all of this being said, the suggestion test's rule of evidence 
could be modified to prevent Type II errors. In particular, the rule's 
requirements could be relaxed in the USPTO setting. Under such a 
relaxation, courts would consider more undocumented suggestions 
admissible for a given level of technological complexity when the 
issue of obviousness is being decided by the USPTO. Put another 
way, the "rule" depicted in Figure 1 would be adjusted downward, 
increasing the area of "admissible" evidence of suggestion. 

While the office has access to detailed and thorough testimony, 
such access is not as readily available as in the litigation setting. In 
addition, the time and monetary resources are just not present at the 
USPTO to fully flesh out undocumented suggestions in all cases 
where such suggestions are truly present, but the suggestion test's 
rule of evidence cannot be met. Finally, the fear of creating Type I 
errors is less in the USPTO setting because the factfinder-the 
examiner-is experienced in the relevant technical field. They are, 
thus, better equipped to avoid hindsight and question the reliability 
of technical evidence themselves. 354 

Furthermore, these Type II errors in the examination process can 
be particularly harmful because such errors cause the nonobviousness 
standard to be ineffective at the beginning of the patent process. For 
the system to work properly, obvious patents should not issue from 
the USPTO. When they do, the social costs are high because the 
patented invention's obviousness can only be established through 

353. See In re Battiston, 139 F. App'x 281, 283-84 (Fed. Cir. 2005 ); In re Nylen, 97 F. 
App'x 293, 294 (Fed. Cir. 2004). 

354. Because of the factfinder's sophistication and familiarity with technical information, 
even reliable scientific evidence is more likely to be properly valued because the factfinder has 
the tools to perform this evaluation on their own. 

1581 



BRIGHAM YOUNG UNIVERSITY LAW REVIEW [2006 

litigation and the overcoming of the presumption of validity.355 

Relaxing the suggestion test's rule of evidence just a little can help 
minimize Type II errors at this very early stage of the patent process. 
These reductions of errors come at a cost savings by reducing the 
burden of evidence production on examiners. 

C. Need for Express Adoption of the Rule 

As mentioned previously, one of the strongest possible critiques 
against this Article's findings is that the Federal Circuit is not 
consciously implementing the rule as described. The nonobviousness 
cases over the three year period study just happen to support the 
Article's descriptive findings. Put another way, the descriptive 
analysis in this Article is merely outcome determinative, where the 
cases are characterized in such a way to support the rule being 
discussed. The argument would be that the judges at the Federal 
Circuit never intended to create an evidentiary side to the suggestion 
test, and it is unlikely the rule will hold true in future cases decided 
by the court. 

Such a critique is valid. As previously noted, the court never 
explicitly articulated the rule described in this Article. The rule, in 
the Federal Circuit's mind, may not truly exist. This possibility 
reduces the power behind the descriptive part of this study. 
Something was "found" that is not really there. 

The normative analysis, however, suggests that even if such a rule 
does not exist, it should-at least in the proposed modified form. 
Courts should consciously graft an evidentiary aspect to the 
suggestion test because doing so has many benefits. The rule reduces 
Type I errors, guarding against overvaluation, such as from 
hindsight, in the nonobviousness analysis. The rule, particularly if 
modified as this Article suggests by relaxing the rule in the USPTO 
setting, does not create many Type II errors and still allows 
undocumented suggestions to be considered in most cases. Because 
of this, the Federal Circuit, or better yet the Supreme Court in 

355. See 35 U.S.C. § 282 (2000); Nystrom v. TREX Co., 424 F.3d 1136, 1149 (Fed. 
Cir. 2005) (citing State Contracting & Eng'g Corp. v. Condotte Am., Inc., 346 F.3d 1057, 
1067 (Fed. Cir. 2003)). The result is that bad patents are issued. Cf Mark A. Lemley, 
Rational Ignorance at the Patent Office, 95 Nw. U. L. REv. 1495, 1495-97 (2001) (arguing 
that there should not be so much focus on ensuring that all patents issued are truly valid). 

1582 



1517] Patent Law Viewed Through an Evidentiary Lens 

Teleflex, should expressly articulate the evidentiary-like part of the 
suggestion test. 

Even if the Federal Circuit is conscious of the evidentiary aspect 
of the suggestion test, express adoption by the Supreme Court or the 
Federal Circuit has its own benefits. Expressly setting forth the rule 
would answer much of the recent criticism arguing that only 
documented suggestions can prove obviousness. In addition, the 
transparency would make it easier for all patent observers to evaluate 
nonobviousness questions. Lower courts and the USPTO would 
know the law under which their nonobviousness decisions will be 
reviewed, and other patent observers could better evaluate a patent's 
potential invalidity. 

VII. VIEWING OTHER PATENT LAW DOCTRINES THROUGH AN 
EVIDENTIARY LENS 

The evidentiary focus of this Article, while directly contributing 
to the current discourse on the nonobviousness requirement, can 
also prove useful in the examination of other patent doctrines. In 
particular, an evidentiary lens has both descriptive and normative 
powers. First, the operation of other traditionally substantive areas of 
patent law can be better understood when looked at through an 
evidentiary lens. Once the descriptive benefits of the evidentiary lens 
are realized, the normative part of the lens can help fully evaluate 
these patent doctrines. The use of evidence theory facilitates the 
complete evaluation of areas of patent law that have evidentiary 
facets. 

To provide an example of the use of the evidentiary lens beyond 
nonobviousness, two other substantive areas of patent law are briefly 
discussed: claim interpretation and inventorship. Both have 
evidentiary-like aspects that, when identified as such, give a fuller 
understanding to the two doctrines. In addition, the development of 
both doctrines can benefit from being evaluated under the evidence 
law goal of maximizing the likelihood of correct factual 
determinations. 

A. Claim Interpretation 

The first area of patent law that benefits from an evidentiary lens 
is patent claim interpretation. Patent claim interpretation is the 
process in which a court gives meaning to claim terms in order to 
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better define the invention being covered, thereby clarifying the 
scope of exclusivity. 356 Claim interpretation is an essential first step in 
almost all patent inquiries-particularly validity and infringement. 357 

While the main thrust of claim interpretation is substantive, 358 

the concept of evidence plays a significant role. For starters, the 
Federal Circuit categorizes the various interpretative sources as either 
"intrinsic evidence" or "extrinsic evidence." Intrinsic evidence are 
those information sources unique to the patent claim being 
construed, while extrinsic evidence are sources that are independent 
of the claim. A major portion of claim interpretation jurisprudence 
focuses on when either of these sources may be used by a court when 
construing a c!aim. In general, the use of intrinsic evidence is favored 
over that of extrinsic evidence.359 This preference is traditionally 
justified on public notice grounds.360 

The choice can also be viewed as being driven by evidentiary 
concerns. 361 Extrinsic evidence usually comes in the form of expert 

356. See Aro Mfg. Co. v. Convertible Top Replacement Co., 365 U.S. 336, 339 (1961) 
("[T]he claims made in the patent are the sole measure of the grant .... " (citing Mercoid 
Corp. v. Mid-Continent Co., 320 U.S. 661,667 (1944))). 

357. See Markman v. Westview Instruments, Inc., 517 U.S. 370, 374 (1996); TI Group 
Auto. Sys. (N. Am.), Inc. v. VDO N. Am., L.L.C., 375 F.3d 1126, 1139 (Fed. Cir. 2004) 
("[The] validity analysis is a two-step procedure: 'The first step involves the proper 
interpretation of the claims. The second step involves determining whether the limitations of 
the claims as properly interpreted are met by the prior art.'" (quoting Beachcombers, Int'l, 
Inc. v. WildeWood Creative Prods., Inc., 31 F.3d 1154, 1160 (Fed. Cir. 1994))). 

358. See Cotropia, supra note 193, at 65-69 (explaining that one of claim interpretation's 
main functions is to substantively define the patent's scope). 

359. See Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1584 (Fed. Cir. 1996). In 
general, extrinsic evidence can only be used to define claim terms when a claim's meaning 
remains ambiguous after consulting all three forms of intrinsic evidence. Id. at 73-74; see also 
Hormone Research Found., Inc. v. Genentech, Inc., 904 F.2d 1558, 1562 (Fed. Cir. 1990). 

360. See Vitronics, 90 F.3d at 1583 ("[C]ompetitors are entitled to review the public 
record, apply the established rules of claim construction, ascertain the scope of the patentee's 
claimed invention, and thus design around the claimed invention .... Allowing the public 
record to be altered or changed by extrinsic evidence introduced at trial, such as expert 
testimony, would make this right meaningless."). 

361. The Federal Circuit has attempted to take an evidentiary view before, but got 
caught up in the procedural devices surrounding technical rules of evidence. See Pitney Bowes, 
Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1308 (Fed. Cir. 1999) (noting that the court, 
while disfavoring the usage of extrinsic evidence, has "not set forth any rules regarding the 
admissibility of expert testimony into evidence"). 

In a way, the evidentiary-like properties of claim interpretation are similar to those 
of the suggestion test. The court is not using them to deny the actual admissibility of 
disfavored evidence. Instead, the court simply instructs that one cannot "rely" on certain kinds 
of evidence. See id. (explaining that "it is improper to rely on extrinsic evidence" in certain 
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testimony or inventor testimony.362 This testimony is created 
specifically for the question of claim interpretation at hand. Because 
of the testimony's time of creation and the testifier's relation to one 
of the litigation parties, the testimony may be "colored by the 
motives of the parties" or "inspired by litigation."363 These concerns 
are evidentiary ones. There is a worry about the veracity of such 
extrinsic evidence, and thus, it is usually not considered. While a 
concern for public notice justifies extrinsic evidence's exclusion, 
recognition of evidentiary concerns provides a fuller story. In 
addition, once this evidentiary-like aspect to claim interpretation is 
identified, it may be tweaked to maximize its truth maximization 
purpose. For example, the recent debate over the consideration of 
certain types of extrinsic evidence, such as dictionaries, would have 
been better informed if an evidentiary angle would have also been 
fully considered. 364 

B. Inventorship 

The concept of inventorship in patent law can also be viewed 
through an evidentiary lens. Patent law, in general, awards a patent 
to the first party to invent the claimed invention.365 The concept of 
invention is, however, not that simple-particularly when two parties 
claim to be the first to invent. The "priority of invention goes to the 
first party to reduce an invention to practice unless the other party 
can show that it was the first to conceive of the invention and that it 

circumstances). The doctrine is still operating in an evidentiary-like fashion, it is just not using 
an explicit rule of evidence. 

362. See Vitronics, 90 F.3d at 1583. 
363. Phillips v. AWH Corp., 415 F.3d 1303, 1318 (Fed. Cir. 2005) (en bane) (noting 

that "extrinsic evidence consisting of expert reports and testimony is generated at the time of 
and for the purpose of litigation and thus can suffer from bias that is not present in intrinsic 
evidence," and that this "bias can be exacerbated if the expert is not one of skill in the relevant 
art or if the expert's opinion is offered in a form that is not subject to cross-examination"); 
Tex. Digital Sys., Inc. v. Telegenix, Inc., 308 F.3d 1193, 1202-03 (Fed. Cir. 2002) 
(discussing what sets dictionaries, encyclopedias, and treatises apart from expert testimony). 

364. Texas Digital started this part of the discussion, noting that dictionaries are insulated 
from biases that may damage other expert evidence such as expert testimony. Tex. Digital, 308 
F.3d at 1202-03. Whether this is the case or not was never fleshed out by the Federal Circuit 
or commentators. See, e,g., Phillips, 415 F.3d at 1319-23. Instead, the focus was more on the 
inclusion of dictionaries impact on public notice, certainty, the substantive claim scope, or 
information costs. See, e,g., Cotropia, supra note 193, at 102-16 (demonstrating that even the 
author failed to recognize the evidentiary lens). 

365. See 35 U.S.C. § 102(g) (2000). 
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exercised reasonable diligence in later reducing that invention to 
practice. " 366 Thus, inventorship depends on a fmding of conception 
and a reduction to practice. 367 

While the concept of inventorship is heavily substantive, focusing 
on mental and actual incarnations of a working invention, the 
doctrine also has an evidentiary side. If an inventor testifies to her 
own conception or reduction to practice, that testimony must be 
corroborated to establish inventorship.368 Uncorroborated testimony 
by the inventor cannot, by itself, establish inventorship.369 Some 
independent evidence, which can be circumstantial, must support the 
inventor's testimony for a court or the USPTO to even consider 
whether inventorship has been established. 370 The requirement for 
corroboration, therefore, creates an evidentiary-like rule that 
mandates a certain type of evidence be presented-corroborating 
evidence-before a decision maker can even consider making a 
substantive determination as to whether they are an inventor or not. 

Using an evidentiary lens not only better describes the 
corroboration requirement, but it also more accurately identifies the 
purpose of the requirement. Corroboration is required because the 
"inventor may have a motive to assert his claim in a self-serving 
manner."371 Demanding corroboration before the substantive inquiry 

366. Cooper v. Goldfarb, 154 F.3d 1321, 1327 (Fed. Cir. 1998) (citing Price v. Symsek, 
988 F.2d 1187, 1190 (Fed. Cir. 1993)). 

367. "Conception is the 'formation in the mind of the inventor, of a definite and 
permanent idea of the complete and operative invention .... '" See Hybritech, Inc. v. 
Monoclonal Antibodies, 802 F.2d 1367, 1376 (Fed. Cir. 1986) (quoting Coleman v. Dines, 
754 F.2d 353, 359 (Fed. Cir. 1985)). Reduction to practice can either be constructive, via the 
filing of a patent application, or actual. Id.; Michael F. Ciraolo, Application of the 
Corroboration Requirement to Interference Proceedings and Other Sections of 102, 84 J. PAT. & 
TRADEMARK OFF. Soc'Y 531, 532 (2002). Actual reduction to practice entails creating an 
embodiment that includes all the limitations of the patent claim and recognizing that the 
embodiment works for its intended purpose. See UMC Elecs. Co. v. United States, 816 F.2d 
647, 652 (Fed. Cir. 1987); Ciraolo, supra, at 532. 

368. Cooper, 154 F.3d at 1330; Ciraolo, supra note 367, at 532-33. 
369. See Allen v. Blaisdell, 196 F.2d 527, 529 (C.C.P.A. 1952) (noting that the 

requirement of corroboration "is inviolable and the tribunals of the Patent Office and the 
courts may not depart from it"). 

370. See Cooper, 154 F.3d at 1330 (discussing the "rule of reason" that applies to 
circumstantial evidence that may corroborate an inventor's testimony as to actual reduction to 

practice); Horton v. Stephens, 7 U.S.P.Q.2d 1245, 1248 (B.P.A.I. 1988) (noting that 
"independent evidence" is needed for corroboration). 

371. Ciraolo, supra note 367, at 532. 
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begins "prevent[ s] fraud and dishonesty. " 372 The evidentiary-like 
corroboration rule was created to more reliably establish the 
credibility of the inventor's testimony.373 Corroboration and the 
rules of evidence have similar goals-maximizing the likelihood of 
correct determinations. The inventorship case law has concluded that 
the potential for a possible inventor to lie about her own 
inventorship is so high that even testimony a factfinder may find 
credible by itself is not enough to legally establish inventorship. The 
testimony, in other words, has a high likelihood to be unreliable, and 
thus, the courts inject reliability by requiring the presentation of 
corroborating evidence before the issue of inventorship is handed 
over to the factfinder. This evidentiary look at inventorship and 
corroboration can prove extremely helpful in developing the specific 
requirements for corroboration.374 Since corroboration 1s an 
evidentiary creature, what is properly considered corroboration is 
better defined with the aid of evidence theory. 

VIII. CONCLUSION 

The descriptive study performed in this Article explains an 
apparent conflict in Federal Circuit nonobviousness law. The notion 
of a truly narrow suggestion test is dismissed, and an evidentiary-like 
aspect of the suggestion test is identified and described. This Article 
furthers its evidence focus through its examination of the suggestion 
test's rule of evidence. The rule clearly reduces erroneous findings of 
obviousness, but, in its current formulation, does little to diminish, 
and may even exacerbate, the potential for erroneous findings of 
nonobviousness. With a little tweaking, specifically lowering the 
standard in the USPTO context, the suggestion test's rule of 
evidence can be an even more potent tool for properly implementing 
the nonobviousness requirement and maintaining the balance 
between incentivizing invention and furthering competition. Because 
of these benefits, the Supreme Court in Teleflex should expressly 

372. Id. at 532-33. 
373. Id. at 532-34 (discussing the use of the "'rule of reason' analysis to determine if 

testimony given by a witness or documentary evidence support the claims made by the 
inventor"). 

374. Currently, the courts adopt a "rule of reason" approach to "determine whether an 
inventor's testimony ... has been sufficiently corroborated." Cooper, 154 F.3d at 1330 (citing 
Holmwood v. Sugavanam, 948 F.2d 1236, 1238 (Fed. Cir. 1991)). 
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articulate the rule of evidence aspect of the suggestion test described 
in this Article. 

In addition, the use of an evidentiary lens has benefits beyond 
the nonobviousness doctrine. Other areas of patent law, such as 
claim interpretation and inventorship, can benefit from evidence 
theory. An evidentiary lens helps explain the procedural-like aspects 
of some patent doctrines and prompts a better appreciation of a 
doctrine's operation. Furthermore, the normative concepts in 
evidence law can aid in the evaluation and shaping of other parts of 
patent law. As a result, courts and commentators should look to 
apply evidentiary principles outside the context of the 
nonobviousness doctrine. 
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